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REMARKS 

Reconsideration of the rejections set forth in the Office Action mailed January 3, 2006, is 
respectfully requested. Claims 46-49, 54, and 61 have been canceled without prejudice. Claims 
50 and 60 have been amended to include the subject matter from dependent claims 54 and 61, 
respectively. Therefore, no new matter was added with these amendments. Claims 50-5 1 , 55- 

60, 62, and 65-67 remain pending in this application. 

Allowable Subject Matter 

Applicants gratefully acknowledge the examiner's indication that claims 54-55, 58-59, 

61, and 65-66 are allowable if rewritten in independent form, including all of the limitations of 
the base claim and any intervening claims. 

Art Rejections 

Claim 46-51, 56-57, 60, 62, and 67 were rejected under 35 U.S.C. § 103(a) as being 
allegedly unpatentable over Campbell et al. (USP Re. 34,936) in view of Kaldany (USP 
5,562,613). Without conceding the propriety of the rejection, claims 46-49 have been canceled 
without prejudice to their prosecution in a further application. Therefore, the rejections to these 
claims are now moot. 

Applicants have amended claim 50 to include the limitation of dependent claim 54, which 
was indicated as allowable by the examiner. In particular, Applicants have amended claim 50 to 
include the step of "providing a marker element comprising a radiopaque material and adapted 
to be deployed from the marker element applierT 
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Furthermore, Applicants have amended claim 60 to include the limitation of dependent 
claim 61, which was indicated as allowable by the examiner. In particular, Applicants have 
amended specify that the imaging system is " selected from the group consisting of x-ray, 
ultrasound, and magnetic resonance imaging systems ." Therefore, Applicants respectfully 
request withdrawal of the rejections and reconsideration of the claims as amended. 

Information Disclosure Statement 

In reviewing the signed Form PTO/SB/08A's returned by the Examiner, Applicants note 
that the Examiner has not returned the PTO/SB08A mailed on March 31, 2003; July 15, 2004; 
July 26, 2004; and September 30, 2005 (duplicate copies have been attached for the convenience 
of the Examiner). Applicants respectfully request that the Examiner review these references and 
return initialed Forms PTO/SB/08A to the Applicants. 



NB 1:677930.1 



6 



Patent US 224C3 
Attorney Docket: 032,290-109 
(formerly END-777) 

For all the foregoing reasons, Applicants assert the claims are in condition for allowance. 
Favorable action on the merits of the claims is therefore earnestly solicited. If any issues remain, 
please contact Applicant's undersigned representative at (949) 760-9600. The Commissioner is 
hereby authorized to charge any additional fees that may be required to Deposit Account No. 50- 
2862. 

Respectfully submitted, 
O'MELVENY & MYERS llp 



Dated: March 3, 2006 By: "tftaAJ- ]C UXk7 

Diane K. Wong 
Reg. No. 54,550 
Attorneys for Applicants 

JCK/DKW/cp 

O'Melveny & Myers LLP 
610 Newport Center Drive, Suite 1700 
Newport Beach, CA 92660-6429 
(949) 760-9600 
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(Date of Deposit) 
Patricia A. Deffinger 



the Certificate 




INFORMATION DISCLOSURE STATEMENT 



Dear Sir: 



Pursuant to 37 C.F.R. §1.56 and in accordance with 37 CJF.R. §§1.97-1.98, information 
relating to the above-identified application is hereby disclosed. Inclusion of information in this 
statement is not to.be construed as an admission that this information is material as that term is 
defined in 37 CF.R. § 1.56(b). 

Applicants) reserve(s) the right to establish the patentability of the claimed invention over 
any of the information provided herewith, and/or to prove that this information may not be prior art, 
and/or to prove that this information may not be enabling for the teachings purportedly offered. 

This statement should not be construed as a representation that a search has been made, or 
that information more material to the examination of the present patent application does not exist. 





Y 



This Information Disclosure Statement is being filed after filing of a Request for Continued 
Examination and prior to receipt of an Office Action responding to the RCE. 



[X] Copies of references listed on the attached PTO Form 1449 were 
previously cited by or submitted to the Patent and Trademark Office in one or both 
of prior applications 08/858,389 and 09/776,125 to which this application claims 
priority, and so copies are not included with this paper. 



[ ] The relevance of those listed references which are not in the English 
language is as follows: 



Please charge any deficiency or credit any overpayment to Deposit Account No. 10- 
0750/END-777/GSG. This form is submitted in triplicate. 

Respectfully submitted/) 



Johnson & Johnson 

One Johnson & Johnson Plaza 

New Brunswick, NJ 08933-7003 

(513)337-3535 

Dated: March 31, 2003 



[X] There are no listed references which are not in the English language. 
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Pursuant to 37 C.F.R. §1.56 and in accordance with 37 C.F.R. §§1.97-1.98, 
information relating to the above-identified application is hereby disclosed. Inclusion of 
information in this statement is not to be construed as an admission that this information is 
material as that term is defined in 37 C.F.R. § 1 .56(b). 

Applicant(s) reserve(s) the right to establish the patentability of the claimed invention 
over any of the information provided herewith, and/or to prove that this information may not 
be prior art, and/or to prove that this information may not be enabling for the teachings 
purportedly offered. 

This statement should not be construed as a representation that a search has been 
made, or that information more material to the examination of the present patent application 
does not exist. 
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application (other than a continued prosecution application under § 1.53(d)), within three 
months of the date of entry into the national stage of the above identified application as set 
forth in §1.491, or before the mailing date of a first Office Action on the merits of the above- 
identified application, or before the mailing date of a first Office Action after the filing of a 
request for continued examination under §1. 1 14, no additional fee is required. 

[ ] In accordance with § 1.129(a), this Information Disclosure Statement is being 
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[ ] Please charge Deposit Account No. 10-0750/END-777/GSG the fee of 
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[X] In accordance with § 1.97(c), this Information Disclosure Statement is being 
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Action under §1.113 or a Notice of Allowance under §1.311, or an action that otherwise 
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[ ] Statement in Accordance with §1 .97(e) (attached); or 
[ X ] Please charge Deposit Account No. 10-0750/END-777/GSG the fee of 
$180.00 as set forth in §1.17(p). 



[ X ] Copies of references listed on the attached Form PTO-1449 are not included 
under 37CFR 1.98(d) where the references have been cited in US Patent Application 
09/776,125 to which the application claims priority. 

Please charge any deficiency or credit any overpayment to Deposit Account No. 
10-0750/GSG/END-777. 



Johnson & Johnson 
One Johnson & Johnson Plaza 
New Brunswick, NJ 08933 
Phone (513) 337-3535 
Date: July 15, 2004 




Respectfully submitted, 



fgferiy S. Gressel 
Reg. No. 34,342 
Attorney for Applicants 
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